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Dear Sin 



On August 27, 2004, Appellants ^pealed to the Board of Patent Appeals and Interferences 
fiom the decision of the Primary Examiner finally rejecting claims 1 to 16. What follows is 
Appellants Appeal Brief as required by 37 CFR 41 .37. 
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REAL PART Y IN TNTIFRFOT. 



International BusmessMachmesCoiporation.theassigneeom^ 
appKcatioo, is the real party in interest in this ai^eal. 



RELATED APPEALS Al>m iNTERFKRFNf-Fig. 



There are no related ^peals and interferences. 



STATUS OF CLAlIVfSr 



aaims 1 to 16 are pending in this appeal and all of claims 1 to 16 have been finally rejected 
by the Examiner. No claims have been withdrawn or canceled. No claims are allowed. 



STATUS OF A MENDMENTS^ 



No amendment was filed subsequent to Ae final rejection. 
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SlmiMARY OF CLAIMFn fiTTl^i nECT MATTRR. 



The present invention pertains to a process for cleaning paste residue fioni screening masks 
and anciUaiy equipment which are used to screen conductive paste patterns on ceramic 
greensheets in the manufacture of multilayer ceramic substrates. As embodied in claim 1, an 
electrolytic process is proposed for removing the paste residue fiom the screening masks and 

andUaryequipment(coUectivelytheworkpiece). In theprocess. the workpieceis contacted 
an aqueous soIutioncontainingTMAH(tetramethylammomumhydroxide)inanelect^^ 
The concentration of the TMAH is preferably 0.2 to 2 weight percent. (Specification page 8, 
lines 10-20). 

There is only one independent claim in the present application. For the convenience of the 
Board, it is reproduced herein as follows: 



1 - A process for cleaning paste residue from a woikpiece comprising the steps of obtaining a 
workpiece having a paste residue thereon and electrolytically contacting the woikpiece with an 
aqueous solution conteining 0.2 to 2 wei^t percent TMAH. 

The TMAH may be applied by spraying or immersion. Figure 1 (and specification page 8, 
lines 21-24 and page 9, lines 1-12) illustrates the process whei« the TMAH is sprayed. Figure 

2 (and specification page 9, lines 1 3>1 6) illustrates the process where the woikpiece is immased 
in the TMAH. 
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As noted in the Examples, particularly the first set of examples and Table 1, those samples 
that were electrolytically cleaned, required dramatically less cleaning time than those samples 
that were just nonelectrolytically cleaned. These results were surprising and unexpected. 

In a preferred embodiment of the present invention, the worMece cleaning is enhanced by 
first contacting the workpiece witfi an aqueous solution of TMAH. Preferably, the TMAH is 
present in a concentration of 0.2 to 2 weight percent. In this process step, the TMAH is ^Ued 
nonelectrolytically. (Specification page It, lines 10-20), Thus, the effect of this process step as 
claimed in claim 7 when added to the subsequent process step of claim 1 is that the woricpiece 
is first nonelectrolyticaHy contacted with the TMAH and then the workpiece is electrolytically 
contacted with the TMAH. A portion of the paste residue would be removed by the 
nonelectrolytical cleaning step and the remainder of the paste residue would be removed by the 
electrolytical cleaning step. 

The pateatabiUty of claim 7 will be argued s<|>arately and for the convenience of the Board 
is reprxxiuced hoein as follows: 



7. The process of daim 1 fijither comprising the step, prior to the step of electrolytically 

contactog,ofnonelectrolytically contacting the workpiece withan aqueous solut^^^ 
0.2 to 2 weight percent TMAH. 
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GROUNDS OF RRlFrXfON TO BE RKVIEWED ON APPg Af . 



I. Claims 1 to 16 have been rejected by the Examiner under the judiciaUy created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 to 26 of Sachdev et al. 
U.S. Patent 6,280,527 (hereafter Sachdev '527) in view of Spring (Metal C1eaiiin..V The Board 
of Patent Appeals and Interferences (hereafter "BPAD will need to consider whether arejection 
based on obviousness-type double patenting is proper when the prior (undcriying) patent is not 
copaiding with the presoit plication. 

IL Claims 1 to 16 have been rejected by the Examiner under 35 USC §103(a) as being obvious 
over Sachdev '527 dr Sachdev et al. U.S. Patent 6,277,799 (hereafter Sachdev '799) in view of 
Spring (Metal Cleaning^ 



ARGUMElSTfi 

I. Double Patenting Rejection: 

Claims 1 to 16 have been rejected by the Examiner under the judiciaUy created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 to 26 of Sachdev '527 
in view of Spring (MejtaLCleaaiag). 

-5- 
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Obviousness-type double patenting is a judicially created doctrine that " is a basis of 
rejection grounded in public policy and primarily intended to prevent prolongation of 
monopoly."iajsa!Site2!& 379 F^d 594. 60 1 ; 1 54 USFQ 29, 34 (CCPA 1 967). Obviousness- 
typedoublepatentingrejects application claims that arc obvious variants of the claims in aprior 
patent application or patent. 

Earlycasesonthesubjectofobviousne3S.tjpedoublepatenting^peartoholdthatthepatent 
underiying the rejection is not prior art One of the leading cases on obviousness-type double 
patenting. In re Zickendraht and Rnehl^ ^ i o F.2d 225; 138 USPQ 22 (CCPA 1963), states: 



...TTie ground one finds stated in the cases is to the effect that the second invention must be 
patentable on its own account, over the invention chlmedin the issued patent, jsut as tkoui^h the 
invention so cl^mcd w^ in the prior art, and tested (since 1953) by the unobvic^ness 
requiranent of 35 U.S.C. 103. But since the patented invention is not prior ait, the basis for 
denial is not a statutoiy basis;... Concurring opinion of Judge Rich at n.4. 

In re Braithwaitfej $upra at n4. further states: 



While analogous to the non-obviousness requirement of 35 U.S.C. 103, that section is not 
Itself mvDlved m double patenting rejections because the patent principally underiying die 
rejection IS not prior art. r ^ j e, 



The court in fare QriWtzmd English; 376 F.2d 330. 334; 153 USPQ 453, 457 (CCPA 1967) 
has opined: 
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While "double patentmg" r^ections aie made by the Patent OfiBce when there is a common 

ZSlTJ^^rf"""^' '""^ '^'^<^ on is not Vri^r ^ 

cxplamed m Coleman, supra, cited by appdlants. ^ 

as h«-e we thmk the Patent Office should apply the statutes a. the basis for rA^Z ^t^i. 
V^ereit IS possibleto conduct thebroader inquiry pennittedbysect^^^ 

The broad poUcy statement of the In re Qmite .^ri P«p|^,.^h court has been nanowed so that 
obviousness-type doublepatentingand35 USC 102(e) (or 35 USC 102(e)/ 103) rejections may 
be simultaneously made, fare Fong, Brown. Waslev. Whirfi dd. and Mi] }^ 378 F.2d 977; 154 
USPQ25(CCPA1967). 



A review of the cases on obviousness-type double patenting, although not an exhaustive 
review, seems to mdicate that the double patenting rejections are typically made only in those 
situations where there has been a period of copendency between either two appUcations or an 
application andapatent. Thata35 USC 102(e) or 35 USC 102(e)/i03 rejection can be made in 
addition to an obviousness-type double patenting rqection makes sense in view of the at least 
partial oopaidency of the applications or application and patfait. 

It is submitted that the obviousness-type double patenting rejection should not be extended 
to those situations where the underlying patent is dearly statutory prior art other than thiwigh 
35 USC 102(c). TTiis comports wdl with conventional jurisprudence whet« a court ought not 
extend a court-made doctrine any more than it has to so as to meet the original objectives of the 

-7- 
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doctrine, in this case avoiding the prolonging of the monopoly. Sh^ 

the doctrine, the court would clearly be making law, a legislative function. And, there is no need 
to extend the obviousness-t>pe double patenting doctrine in this instance where statutory prior 
ait is available to tihe Examiner. 

Accordingly, an obviousncss-type double patenting rejection is not appropriate here. 
Sachdev '527 is prior art under 35 USC §l02(a)/103 as it has an issue date (August 28. 2001) 
which is prior to Appellants' filing date (December 21. 2001). Any rejection made by the 
Examiner should be based on prior art and not obviousness^type double patenting. This position 
finds support in Section 804 of the Manual of Patent Examining Procedure (MPEP). As noted 
in CJhart H-B in Section 804 of the MPEP, where the application and underlying patent are 
commonly owned with different inventive entities, as is the case here, the only rgections that the 
Examiner canmake is anobviousness-typedoublepatentingiqectionanda35 USC 102(e)/ 103 
rejection. Hiere is no possibility for the Examiner to make a 35 USC 102(a) / 103 rgectioii. It 
is thus implicit in the policies of the PTO, and apparaitly reinforced by the case law, not to make 
an obviousness-type double patenting rejection when there is a basis for making a 35 USC 102 
(a) / 103 rejection. 

Accordingly, it is submitted that the obviousness-type double patenting rejection of claims 
1 to 16 in Ae present application is erroneous and should be withdrawn. 
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n. The §103 Rejections: 



Claimsl to 16 have been rgected by the Examiner under 35 USC§ 1 03(a) as being obvioijs 
over Sachdev '527 or Sachdev '799 in view of Spring (Metal Cleaninj a rV 

It is believed that claim 1 is patentably distinguishable over Sachdev '527 or Sachdev '799 
in view of Spring. Claim 1 is directed to cleaning paste residue from a workpiece by 
fiteptrolYticafly contacting the workpiece wiA an aqueous solution of TMAH. 

Sachdev '527 is directed to theflsffielectrolytical cleaning ofpastc residues from ascreeniog 
mask using a solution of TMAH. Sachdev '527 does not disclose the step of electrolytically 
contacting the workpiece with an aqueous solution of TMAH, Sachdev '799 similarly discloses 
an aqueousnondectrolytical cleaning solution forremovingpastcresiduefi^^ 
wherein the aqueous cleaning solution can contain TMAH. Again, Sachdev '799 does not 

disdosc the stepofelectrolvtic^^ly contacting the workpiece with an aqueous solution ofTMAH. 
The Examiner cites Spring for the proposition that it is conventional to electrolytically clean 
articles and therefore it would have been obvious to include electrolytic cleaning in the method 
of Sachdev '527 and Sachdev '799. 
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More precisely, the Examiner states that: 



It would have been obvious to an ordinary artisan at the time the invention was made to 
include electrolytic cleaning in the method of the Patents to enhance the cleaning and to reduce 
the ftmmg and thereby reduce the health hazard for operators with reasonable expectation of 
adequate results because Spring teaches that electrolytic cleaning was conventionally used for 
these purposes. / wr 



Appellants respectfiilly disagree with the Examiner»s conclusion that it would have been 
obvious to combine Sachdev '527 or Sachdev '799 with Spring. 

It is not enough that one may modify a reference in view of a second lefcrenoe. but rather it 
^&jpqwred that the second reference .qiggest inodifi«»rinn of the first reference and not merely 
provide the capability of modifying the first reference. 

An obviousness rejection cannot be based on the resort of the Examiner to various non- 
pertinent references and the combination of bits and pieces of the references in light of 
Applicants' teachings. An extensive discussion of the criteria to be appUed in obviousness 
rulings is set forth in Aaua-Aerobic Svstems Inc. v Richards of Rockford Inc.. 835 F.2d 871 ; 
1 USPQ 2d 1945. 1956 (N.D. m. 1986). For example, the court has cited In re Gordon. 733 F.2d 
900. 902; 221 USPQ 1 125, 1 127 (Fed. Cir. 1984), which states that 
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TTkemerefectthatthepriorartcouldberaodifiedw^ 

unless the pnor art suggested the desirability of the modification. 

Further, the CAFC, inlnreOetikg, 977F.2d 1443, 1447;24USPQQ2d 1443. 1445 (CAFC 
1992) held: 



of ordinary sblhn the field of the invention would make the combination. That knowledWc^ 
not come trom the appHcMifs invention itself 

The CAFC againreaffinned the criteria for obviousness in Jrufi£ntdL 972 F.2d 1260, 1266; 
23 USPQ 2d 1780, 1783-1784 (Fed. Cir. 1992). where the court said: 



Obviousnesscannotbeestablishedbycombiningtheteachingsofthcpriorarttoprodu 
.n^^'^ll- suggestion supporting the combination. Under 

section 103 teachmgs of references can be combined only if there is some suggestion or 
mcentive to do so. 



The court went on to say that "It is impermissible to use the claimed invention as an 
instruction manual or 'template' to piece together the teachings of the prior art so that the 
claimed invoition is rendered obvious." 

While the nonelectrolytic cleaning disclosed by Sachdev '527 and Sachdev '799 and the 
electrolytic cleaning for soil and smut removal as disclosed by Spring are well known. 
Appellants suggest that the Examiner has shown no motivation as to why one skilled in the art 

-11- 
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would want to combine Spring with Sachdev '527 or Sachdev '799 since Sachdev '527 and 
Sachdev '799 on the one hand and Spring on the other apparently work well by themselves. 
While the Examiner did generally state that the combination was obvious to "enhance the 
cleaning and to reduce the fuming" (fuming is not actually an issue here), the Examiner did not 
point to any reason, teaching or suggestion in the prior art that would support the combination. 

Further, all of Sachdev '527. Sachdev '799 and Spring involve the inherently unpredictable 
chemical arts. Thus, just because Sachdev '527 or Sachdev *799 and Spring sm be combined 
doesn't mean that they shfijild be combined. Sachdev '527 and Sachdev '799 both relate to the 
aqueous nonelectrolytic cleanmg of paste residue fbom metal masks while Spring relates to the 
removal of oily soil and smut. Due to the inherently unpredictable nature of the chemical arts, 
it cannot be assumed that the mere combination of such disparate references will produce any 
new or different results or, for that matter, will even woric Moreover, the Examiner has not 
provided any rationale or motivation to indicate why such disparate references in suchinherently 
unpredictable chemical arts should be combined. 

LasUy, Appellants have demonstrated in the various examples that vastly superior, surprising 

and unexpected resultsoccur with the elcctroIyticcleaningofthepi«sent invention. Forexample^ 
the time to ultrasonically clean a mask using a 0.8 weight percent TMAH solution was 
dramatically reduced fixwn 1 00 seconds to just 20 seconds using electrolytic cleaning according 
to the present inventi(m. 

- \2- 
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The Examiner in considering these imexpected lesults stated: 



The apphcants state that theraethodofthc invention provides unexpected results. This is not 
persu^ivebecauseSpringteachesthatelectrocleaningcnhancesthechemicalcleaninginsevera^ 
ways. Seepages 67-73, especially second paragraph on page 67. An ordinary artisan wouldhave 
reasonably expected that electrocleaning would significantly enhance the cleaning results 



re 



However, such a response from the Examiner does not comport with &e case law. In hi_ 
SonL54F.3d746;34USPQ2d 1684 (Fed Cir. 1995), the court was consideringihe patent 
of a melt-processed polymer composition having a molecular weight in excess of 150,000. The 
Examiner there cited prior art which disclosed the precise melt-processed polymer composition 
but was otherwise silent on the molecular weight. Other references disclosed melt-piocessed 
polymers in the claimed molecular weight range. The Examiner and the Board did not seriously 
consider the Applicant's (Soni's) evidence of unexpected results. The court stated: 



Mere improvement in properties does not always suffice to show unexpected results hi our 
view, however, when an applicant demonstrates substantially improved results, as Soni did here 
and states that the results were unexpected, this should suffice to establish unexpected results 
in the absence of evidence to the contrary. Soni, who owed the PTO a duty of candor, made such 
a showing here. The PTO has not provided any persuasive basi s to question Soni 's comparative 
data and assertion that the demonstrated results were unexpected. In re Soni. 54 F 3d at 75 1 • 34 
USPQ2datl688. .-»u<u/ji,^h 



The court went on to reverse the PTO's rejection of the claims. 



13- 



PAlXIS/SO'RCVDATimm 2:59:53 PM [Eastern Daylight Tiine]'SVI^USPTO{^^^^ 



OCT 26 ' 04 16:26 FR IPLPIW E FISHKILL 



845 892 6363 TO 917038729306 P. 16/50 



m»vMi 'i'an Patent 

W/026^39 IBj^ p^f^ nS920010261USX 

Appellants suggest that Iiut^ is on point here. AppeUants provided evidence of 
unexpectedresults and in their initial responseto the Examiner'sreje<rtionoftheclau^ 
that the results were unexpected. However, the Examiner has never rebutted such unexpected 
results. 

For all of the above reasons, it is submitted that the Examiner has Med to state afimnafeQs 
case ofobviousness with req>ea to claim I. 



IS 



Inasmuch as claims 2 to 16 depend, directly or iodirectly, from claim 1, and claim I 

believed to be patentable, then claims 2 to 1 6 should be patentable as welLta addition, claim 7 
is believed to be independently patentable as well. 

While claim 1 pertained to electrolytic cleaning alone, claim 7 combines nonelectrolytically 
cleaningwtth electrolytically cleaning. There is no motivation shown by the Examiner as to why 
one sldUed in the art would want to combine Spring with Sachdcv *527 or Sachdev '799 since 
Sachdev '527 and Sachdev *799 apparently work weU by themselves and thus there would 
appear to be no reason, suggestion or teaching in Sachdev *527 or Sachdev *799 or Spring that 
It would be desirable to iunher improve their nonelectrolytic cleaning process by combining an 
electrolytic cleaning step. 
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In addition, all of Sachdev '527. Sachdcv '799 and Spring involve the inherenUy 
unpredictable chemical arts. Both of Sachdev '527 and Sachdev *799 relate to the aqueous 
nonelectrolytic cleaning of paste residue ftom metal masks while Spring relates to the removal 
of oily soil and «mut. Due to the inherently unpredictable nature of the chemical arts, it cannot 
be assumed that the mere combination of such disparate references will produce any new or 
different results or, for that matter, will even work. 

Finally. Appellants have demonstrated in the various examples that vastiy superior and 
unexpected results occur with the electrolytic cleaning of the present invention. The Examiner 
has never lebutted those unexpected results. Accordingly, claim 7 should be considered to be 
patentable. 
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SUMMAWV? 



In view of all of the preceding remarks, it is submitted that claims 1 to 16 are in condition 
foraUowaiice,that&eExaminer'svariousrejectionsofdairas 1 to 1 6 are enx>neom and reversal 
of the Examiner's decisions is respectfally requested. 



Respectfully Submitted, 
James N. Humenik, et al. 



Ira D. Blecker Reg. No. 29,894 
Telephone: (845) 894-2580 



International Business Machines Corporation 
Zip 482 
2070 Route 52 

Hopewell Junction, NY 12533 
Fax No. (845) 892-6363 



-16- 



PAGEISfSO'RCVDATimm 2:59:53 PM [Eastern Daylight Timel'SVItUSPTMFXW^^^^ 



